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Ri chard A. Sharpe of Watts Hof f mann Fi sher & Heinke Co. L.P.A
for The Ment hol at um Conpany.

Andrea P. Hammond, Trademark Exam ning Attorney, Law Ofice
115 (Angel a Lykos, Acting Managi ng Attorney).

Bef ore Hanak, Quinn and Bucher, Adm nistrative Trademark
Judges.

Qpi ni on by Bucher, Adm nistrative Trademark Judge:

An application has been filed by The Ment hol at um Conpany
to register the mark STOP IT COLD for “vitam n supplenents in
bever age form”El

The Trademark Exam ning Attorney has refused registration
under Section 2(d) of the Trademark Act on the ground that
applicant’s mark, if applied to applicant’s goods, would so
resenbl e the previously registered nmark STOPS PAIN COLD for
“pain relieving gel”El as to be likely to cause confusion, to

cause ni stake or to decei ve.

! Application Serial No. 75/589,320, filed Novenber 16 1998, all eging
a bona fide intention to use the mark in comer ce.
2 Registration No. 2,234,542, issued March 23, 1999.
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When the refusal was made final, applicant appeal ed.
Applicant and the Trademark Exam ning Attorney have filed
briefs. An oral hearing was not requested.

W reverse the refusal to register.

Appl i cant contends that its mark is distinct fromthe
cited mark as to sound, appearance and neaning, resulting in a
very different overall commercial inpression. Wth respect to
the goods, applicant argues it is nost conpelling that “[p]ain
nmedi cation gels and vitam n suppl enents in beverage formare
significantly different goods.” (Applicant’s brief, pp. 6-7).
Applicant also states that the goods travel in different
channels of trade to different classes of purchasers inasnmuch
as registrant’s goods “are only available to health care
professionals at this time.” (Applicant’s brief, p. 9).

The Exam ning Attorney namintains that the marks are
simlarly constructed:

.fBJoth marks consist of three word sl ogans
with the sane syntax of *STOP or ‘ STOPS
appearing first and COLD appearing last. The
exam ning attorney reiterates that the

Applicant nerely changes the word ‘pain’ to
‘“it,” and deletes the ‘s’ fromthe word

‘stops.” In viewng the mark inits entirety,
the phrase ‘STOP IT COLD and ‘' STOPS PAIN COLD
have a sim |l ar connotation, i.e., stopping

whatever ‘it’ is. (Tradermark Exam ning
Attorney’s brief, unnunbered p. 3).

As to the goods, the Trademark Exam ning Attorney points

out correctly that registrant’s identification of goods does
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not contain any limtations bearing on channels of trade or
cl asses of purchasers. The application file contains a dozen
federal registrations where third parties allegedly adopted
and used the sanme mark “on or in conjunction with vitamn
suppl enents and pain relieving gel s/ nedications/anal gesics.”
(Trademark Exam ning Attorney’s brief, unnunbered p. 6).

Qur determ nation under Section 2(d) is based upon an
analysis of all of the facts in evidence that are relevant to
the factors bearing on the likelihood of confusion issue. See

Inre E. I. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ

563 (CCPA 1973). In any likelihood of confusion analysis, two
key considerations are the simlarities between the marks and

the simlarities between the goods. Federated Foods, Inc. v.

Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976).

W first turn to consider the goods. It is well settled
that the issue of |ikelihood of confusion between applied-for
and registered marks nust be determi ned on the basis of the
goods as they are identified in the involved application and
cited registration, rather than on what any evidence nmay show
as to the actual nature of the goods, their channels of trade

and/ or cl asses of purchasers. Canadian |nperial Bank of

Commerce v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQ2d 1813

(Fed. Cir. 1987); and In re El baum 211 USPQ 639 (TTAB 1981).

The goods need not be identical or even conpetitive in nature
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to support a finding of l|ikelihood of confusion. Instead, it
is sufficient that the goods are related in sonme manner and/or
that the circunstances surrounding their marketing are such
that they would be likely to be encountered by the sane
persons under situations that would give rise, because of the
mar ks enpl oyed in connection therewith, to the m staken beli ef
that they originate fromor are in sone way associated with

the same producer or provider. See In re International

Tel ephone & Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

On this record, wthout proof of applicant’s allegations about
registrant’s restrictive channels of trade, we nust agree with
the Trademark Exami ning Attorney that these itens woul d appear
to travel in the same channels of trade to the sane cl asses of
cust oners.

On the other hand, as argued by applicant in the present
case, these respective goods have distinctly different
properties. There is certainly no per se rule that all itens
sold in a drug store, for exanple, are related for purposes of
a |likelihood of confusion analysis. One itemis a topical
balmwhile the other is a beverage to be ingested. The mark
inthe cited registration is used on one specific item— pain
relieving gels. Applicant intends to use its mark on anot her
rat her narrow category of item-- vitam n supplenents in

beverage form On this point, we agree with applicant that it
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is unlikely they would be sold in the sane sections of a
retail store.

The Trademark Exam ning Attorney has submtted for the
record a dozen third-party registrations where a single
regi strant had adopted a single mark and applied it to topical
anal gesics and to vitamns or dietary supplenents. The
Trademar k Exam ning Attorney states that these are nerely
“representative” of the register generally. However, we agree
with applicant that this listing is not all that probative
i nasmuch as many of these marks are indeed house nmarks (e.g.,
CVS, Wl greens, Phar-Mr, Stanley, etc.) covering a w de
vari ety of pharmacy and non-pharnacy itens.

In sum we find that while the goods are sonewhat
related, this factor is largely neutral.

We thus turn to focus our attention on a conparison of
applicant’s mark STOP I T COLD and registrant’s STOPS PAIN COLD
mar K.

Applicant argues that its mark has a different meaning in
light of the fact that its goods are a cold or flu product:

Applicant's mark, STOP IT COLD, is to be used
on vitam n supplenents in beverage form and
sold to cold and flu sufferers. Thus the
"COLD" in the mark STOP IT COLD when viewed in
connection wth its goods cleverly connotes or
suggests the comon cold and col d-1i ke
synptonms. By contrast, STOPS PAIN COLD i s used

on pain relieving gels. As such, the “COLD" in
STOPS PAIN COLD connotes the sensation received
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as a result of using the Registrant’s pain

relieving gels... Registrant’s pain relieving

gels provide a cold bodily sensation to the

user. Hence, the Registrant’s use of the word

“COLD" is descriptive of the sensation given to

the user in the area of the body treated with

Registrant’s pain relieving gel. (Applicant’s

brief, p. 4).

Bot h marks appear to be a play on the term “stopping
[ sonet hing] cold” — an expression in our vernacul ar nmeani ng
“stopping it abruptly.” Yet in context, the term“COLD in
registrant’s mark (as applied to a topical analgesic) may well
suggest the cool sensation on the skin when the gel is
applied. By contrast, in applicant’s mark STOP I T COLD, the
final two words of this phrase have anot her doubl e neani ng.
There is the suggestion that when one fears the on-set of a
cold or the flu, one should take this vitam n supplenent to
end “it” (one’'s “cold”) in an abrupt or uncerenoni ous fashion.
Accordingly, we find that when the word “COLD” is applied to
t he specific goods of applicant and of registrant, these
di fferent neanings are the ones nost likely to be ascribed to
the respective marks.
Regar dl ess of the exact nature of the term“COLD in the

respective marks, the marks also include different terns,
nanmely, “STOP” versus “STOPS’ and “PAIN’ versus “IT.” The

Trademar k Exam ni ng Attorney, having concluded there is a

i keli hood of confusion, mninzes the differences in the
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mar ks by concl uding that applicant has nerely changed the word
“pain” to “it” and deleted the letter “s” fromthe word
“stops.” However, as applicant argues, the singular word
“Stop” in STOP IT COLD nakes this an inperative statenent
while the plural “Stops” in STOPS PAIN COLD is a descriptive
characterization of what sonething all egedly does.

Furthernore, as discussed in nore detail above, even the words
“pain” and “it,” as applied to the goods, have quite different
nmeanings. The first (the word “pain”) refers to nuscle or
joint pain, while the second (the word “it”) is an allusion to
a cold or the flu. In sum after analyzing applicant’s mark
and registrant’s mark, we find that they are different as to
sound, appearance and neaning. As a consequence, we find that
the marks in their entireties create very different overal
commerci al inpressions, and that consuners are not likely to
be confused if these marks should be applied to these sonmewhat
rel ated but specifically different goods.

Decision: The refusal to register is reversed.



